
United States Patent and Trademark Office 




UNITED ST*fTES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Oflice 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/690,527 



10/23/2003 



2292 7590 03/15/2007 

BIRCH STEWART KOLASCH & BIRCH 
PO BOX 747 

FALLS CHURCH, VA 22040-0747 



Takahiro Iwahama 



3273-0182P 



6374 



EXAMINER 



KEYS, ROSALYND ANN 



ART UNIT 



PAPER NUMBER 



1621 



SHORTENED STATUTORY PERIOD OF RESPONSE 



NOTIFICATION DATE 



DELIVERY MODE 



3 MONTHS • 03/15/2007 ELECTRONIC 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 

Notice of this Office communication was sent electronically on the above-indicated "Notification Date" and 
has a shortened statutory period for reply of 3 MONTHS from 03/15/2007. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

mailroom@bskb.coni 



PTOL-90A (Rev. 10/06) 



Office Action Summsry 


ADDlication No. 
10/690.527 


AoDlicanUs) 
IWAHAMAETAL. 


Examiner 

Rosalynd Keys 


Art Unit 

1621 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

• Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)E Responsive to communication(s) filed on 1 9 December 2006 . 
2a)S This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1 and 3-8 is/are pending in the application. 

4a) Of the above claim(s) 3.5 and 6 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1 and 7 is/are rejected. 

7) ^ Claim(s) 4 and 8 is/are objected to. 

8) S Claim(s) 1 and 3-8 are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)n The drawing{s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received, 

2. n Certified copies of the priority documents have been received in Application No. . 

3. G Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1 . Claims 1 , 3-8 are pending. 
Claims 1 and 7 are rejected. 
Claims 4 and 8 are objected. 
Claims 3. 5 and 6 are withdrawn. 

ElecHon/ResMcfions 

2. Claims 3, 5 and 6 are withdrawn from further consideration pursuant to 37 CFR 1 . 1 42(b) as being 
drown to a nonelected species, there being no allowable generic or linking claim. Election was made 
without traverse in the reply filed on July 1 4, 2005. 

3. Claim 2, for which prior art was found in the previous office action has been cancelled. Therefore 
the search of the Markush-type claim was extended. Prior art has been found that anticipates or renders 
obvious claim 7, which was a nonelected species. Claim 7 has been rejoined. Claims 3, 5 and 6, which are 
drawn to nonelected species remain withdrawn from further consideration. 

Claim Rejections - 35 USC § 102 

4. The following is a quotatron of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the dote of application for 
patent in the United States. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all obviousness rejections 

set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 1 02 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 
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6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 1 48 USPQ 459 (1 966), that are 
applied for establishing a background for determining obviousness under 35 U.S.C. 103(a) are summarized 
as follows: 

1 . Determining the scope and contents of the prior art, 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

7. This application currently names joint inventors. In considering patentability of the claims under 35 
U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was commonly owned 
at the time any inventions covered therein were made absent any evidence to the contrary. Applicant is 
advised of the obligation under 37 CFR 1 .56 to point out the inventor and invention dates of each claim 
that was not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and.potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 
U.S.C. 103(a). 

8. Claims 1 and 7 are rejected under 35 U.S.C. 102(b) as anticipated by or. In the alternative, under 35 
U.S.C. 1 03(a) as obvious over Hardy et al. (US 2,962,533). 

Hardy et al. teach o-hydroxybenzophenones having the claimed formula (la) and their use as 
ultraviolet absorbers (see entire disclosure, in particular column 1 , lines 1 4-25 and column 2, line 58 to 
column 3, line 28). One specific compound disclosed by Hardy et al. is a compound having the claimed 
formula (la), wherein W is a cart^onyl group; p is 2; q is 1 ; one R is a hydrogen and the other R is a 

compound of formula (3), wherein R^, R*^ and R^ are each hydrogen; and R' is a hydrogen atom, wherein 
the benzene ring having the q substituent is further substituted (see column 3, lines 2-9 and line 21 ). 

Where Hardy et.ol. do not specifically disclose compounds having the claimed formula (la), the! 
compounds of Hardy et al. render the compounds of claims 1 and 7 obvious because of their close 
structural similarity. One having ordinary skill in the art would have been motivated to make the instant 
compounds because compounds of similar structure are expected to have similar properties. See MPEP 
21 44.08, specifically the section that states: "If such a species or subgenus is structurally similar to that 
claimed, its disclosure may motivate one of ordinary skill in the art to choose the claimed species or 
subgenus from the genus, based on the reasonable expectation that structurally similar species usually 



Application/Control Number: 10/690,527 Page 4 

Art Unit: 1621 

have similar properties. See, e.g., Dilloa 919 F.2d at 693, 696, 16 USPQ2d at 1901, 1904. See also Deuel, 51 
F.3d at 1558, 34 USPQ2d at 1214 ("Structural relationships may provide the requisite motivation or suggestion 
to modify known compounds to obtain new compounds. For example, a prior art compound may suggest 
its homologs because homologs often have similar properties and therefore chemists of ordinary skill v/ould 
ordinarily contemplate making them to try to obtain compounds v^ith improved properties."). The utility of 
such properties will normally provide some motivation to make the claimed species or subgenus." 
9. Claims 1 and 7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, under 35 
U.S.C. 103(a) as obvious over Minami et al. (EP 0 466 096 Al ). 

Minami et al. teach derivatives of 4-hyroxyphenylsulfone having the claimed formula ( 1 a) 
and their use as a developer in a heat sensitive recording material (see entire disclosure, in particular page 
2, line 1 to page 5, line 31 ). Minami et al. specifically teach a compound having the claimed formula (la), 

wherein W is a sulfonyl group; p is 1 : q is 1; R is hydrogen; R' is a group having the formula (3), wherein R^, 

R^ and R^ are hydrogen atoms; and the benzene ring having the substituent p is additionally substituted 
(see compound 23 in Table 3). 

Where Minami et al. do not specifically disclose compounds having the claimed formula (la), the 
compounds of Minami et al. render the compounds of claims 1 and 7 obvious because of their close 
structural similarity. One having ordinary skill in the art would have been motivated to make the instant 
compounds because compounds of similar structure are expected to have similar properties. See MPEP 
21 44.08, specifically the section that states: "If such a species or subgenus is structurally similar to that 
claimed, its disclosure may motivate one of ordinary skill in the art to choose the claimed species or 
subgenus from the genus, based on the reasonable expectation that structurally similar species usually 
hove similar properties. See, e.g., Dillon, 919 F.2d at 693, 696, 16 USPQ2d at 1901, 1904. See also Deuel, 51 
F.3d at 1558, 34 USPQ2d at 1214 ("Structural relationships may provide- the requisite motivation or suggestion 
to modify known compounds to obtain new compounds. For example, a prior art compound may suggest 
its homologs because homologs often hove similar properties and therefore chemists of ordinary skill would 
ordinarily contemplate making them to try to obtain compounds with improved properties."). The utility of 
such properties will normally provide some motivation to make the claimed species or subgenus.*' 
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Response to Amendment 

10. The rejection of claims 1 and 2 under 35 U.S.C. 102(b) as being anticipated by Gent et al. (Journal 
of the Chemical Society [Section] C: Organic, April 1970, (16), pp. 2253-2255) is withdrawn, since claim 1 
has been amended to require that r and m are not concurrently 0 and claim 2 is cancelled, 

1 1 . The rejection of claim 2 under 35 U.S.C. 1 02(b) as being anticipated by Hurd et al. (Journal of the 
American Chemical Society, September 1 935, Vol. 57, pp. 1 731 -1 734) is withdrawn, since claim 2 is 
cancelled. 

/Response to Arguments 

1 2. Applicant's arguments, see page 7, paragraph 3, filed December 1 9, 2006, with respect to the 
rejection of claim 1 under 35 U.S.C. 102(b) as being anticipated by Hurd et al. (Journal of the American 
Chemical Society, September 1935, Vol. 57, pp. 1 731-1 734) have been fully considered and are persuasive. 
The rejection of claim 1 has been withdrawn. 

Allowable Subject Matter 

1 3. Claims 4 and 8 are objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and any 
intervening claims. 

Conclusion 

1 4. Applicant's amendment necessitated the new ground (s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of the 
extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from the 
mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date of this 
final action and the advisory action is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will expire on the date the advisory action is mailed, 
and any extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of the advisory 
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action. In no event, however, v^ill the statutory period for reply expire later than SIX MONTHS from the date 
of this final action. 

1 5. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Rosalynd Keys whose telephone number is 571-272-0639. The examiner can normally be 
reached on W & F 5:30-7:30 am & 1-5 pm; T & Th 5:30 am-4 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Thurman Page can be reached on 571-272-0602. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-91 97 (toll-free). If you would like assistance from a USPTO Customer Sen/ice Representative or access to 
the automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




T^osalynd Keys 
Primary Examiner 
Art Unit 1621 



March 9, 2007 



